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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 25-36, 38 and 40-48 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Rhodianyl (FR 2 833 603 A1 ) in view of Takashima et al (US 
6,319,575 B1). 

2. Rhodianyl discloses thermoplastic polymeric composition comprising a 
thermoplastic polymeric matrix M and a hyperbranched polyamide (PAHB) Theological 
modifier additive [page 4 lines 4-7]. The matrix M is preferably a polyester [page 1 1 
lines 32-34] pr a nylon chosen from nylon 6; nylon 6,6; nylon 4; nylon 11; nylon 12; 
polyamides 4-6, 6-10, 6-12, 6-36, 12-12; and copolymers and mixtures thereof page 11 
line 35 through page 12 line 2]. The PAHB is present in an amount of 1 to 20 % by 
mass of the total composition [page 9 lines 11-15]. The PAHB may be prepared from (I) 
2,2,6,6-tetrakis(B-carboxyethyl) cyclohexanone; 4-aminoethyl-1 ,8-octanediamine; 1,3,5- 
benzene tricarboxylic acid (trimesic acid); or 2,4,6-tri(aminocaproic acid)-1,3,5-triazine 
[page 8 lines 26-30]; (II) £-caprolactam and/or the corresponding amino acid: 
aminocaproic acid, para- or meta-aminobenzoic acid, 11-aminoundecanoic acid, 
lauryllactam and/or the corresponding amino acid, 12-aminododecanoic acid and 
mixtures thereof [page 8 lines 19-25]; (III) n-hexadecylamine, n-octadecylamine, n- 
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dodecylamine, benzylamine or mixtures thereof [page 8 line 35 through pate 9 line 2]; 
and (IV) 5-aminoisophthalic acid, 6-aminoundecandioic acid, 3-aminopimelic diacid, 
aspartic acid, 3,5-diaminobenzoic acid, 3,4-diaminobenzoic acid and mixtures thereof 
[page 8 lines 9-16]. 

3. Regarding claim 40, Example 1 of Rhodianyl discloses a PAHB derived from 
49.8% by weight of (III) hexadecylamine, 30% by weight of (IV) 5-aminoisophthalic acid, 
1 .4% by weight of (I) trimesic acid and 18.8% by weight of (II) £-caprolactam [page 15 
lines 22-24]. The composition may be prepared by mixing the PAHB into the molten 
matrix [page 13 lines 19-20] and articles may be shaped by molding, injection molding, 
extrusion or spinning [page 13 line 36 through page 14 line 2]. 

4. Regarding claim 41 , the content of acid and amine terminals ranges from 1 0.8 to 
39.4 meq/kg [Table I page 19]. 

5. Regarding claim 43 and 44, the composition may also include reinforcing glass 
fibers [page 14 lines 4-6]. 

6. Rhodianyl does not disclose the additive (i) of the present claims. 

7. Takashima discloses a polyester resin composition produced by melt kneading a 
mixture comprising a polyamide resin and a polyester resin and a tricarboxylic acid 
compound [abstract]. The tricarboxylic acid includes trimesic acid [column 5 line 53] 
and is present in an mount of 0.01 to 2 parts by weight per 1 00 parts by weight of the 
polyamide/polyester mixture [column 5 lines 62-65]. Takashima teaches that the 
tricarboxylic acid provides improved transparency and whitening resistance at moisture 
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absorbing of films, sheets and thin-wall hollow containers without deteriorating their gas 
barrier properties [abstract]. 

8. It would have been obvious to one having ordinary skill in the art the time the 
invention was made to have prepared a polyester and or polyamide matrix with an 
additive (i) and an additive (ii) according to the claims because Rhodianyl teaches that it 
is within the skill of the art to prepare a composition comprising a polyester and/or 
polyamide matrix M and a PAHB rheological modifier additive according to the claimed 
additive (ii) and Takashima teaches that it is within the skill of the art to add to a 
polyester/polyamide composition a tricarboxylic acid including trimesic acid according to 
the claimed additive (i). One would have been motivated to add the tricarboxylic acid of 
Takashima to the composition of Rhodianyl because Takashima teach that the 
tricarboxylic acid improves transparency and whitening resistance at moisture absorbing 
of films, sheets and thin-wall hollow containers without deteriorating their gas barrier 
properties. Absent any evidence to the contrary, there would have been a reasonable 
expectation of success in adding the tricarboxylic acid additive of Takashima to the 
composition of Rhodianyl. 



Response to Arguments 

9. Applicant's arguments filed 04/20/2010 have been fully considered but they are 
not persuasive. 

10. Applicants argue that the claimed invention is unobvious because there are 
unexpected results. Specifically, Applicants believe that when the claimed additives (i) 
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and (ii) are used in combination in a polyamide and/or polyester matrix that surprising 
and unexpected results in the form of good fluidity during processing, mechanical 
strength, and surface appearance result. Applicants cite the inferior surface 
appearance characteristics of comparative examples C5 and C6 which contain second 
additive and not the first additive, as compared to a control composition which contains 
neither of the additives and the inventive examples 7 and 8 which contain both of the 
additives. Applicants also cite the inferior impact resistance characteristics of 
comparative examples C2, C3 and C4 as compared to the inventive example 7 and 8. 
This argument is not convincing. With regards to Applicants' allegation of unexpected 
results found in the present invention, Applicants are reminded that any showing of 
unexpected results must meet three criteria: a) the experimental data must compare the 
claimed invention to the analogous invention of the prior art, b) the showing must be 
commensurate in scope with the present claims, and c) the results must be, in fact, 
unexpected. In the instant case the showings do not meet at least criterion a): 

a. The difference between the closest prior art and the present invention is 
that FR '603 do not contain the first additive of claims. Comparative example C5 
and inventive example 8 appear to be a somewhat fair comparison of the closest 
prior art and present invention. Regarding comparative examples C2 - C4, these 
show unexpected results from adding the hyper branched polyamide additive (ii), 
which is anticipated by FR '603; comparative examples C2 - C4 cannot be used 
at this time to overcome the obviousness rejection of record. 
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b. Applicants are reminded that unexpected results must be shown in 
experimentation for the full breadth of each claimed range and genus. If no 
range is claimed for an amount of a component, than the range is assumed to be 
"greater than zero and less than 100% of the total composition" and unexpected 
results must be shown for the full breadth of this range as well. Applicants data 
show results for only one type of polyamide matrix PA66 with one type of 
hyperbranched additive (ii) and one type of additive (i) trimesic acid. 
Furthermore, Applicants have shown only one data point with respect to amounts 
of components. 

c. Applicants are reminded that any results must be unexpected to one 
having ordinary skill in the art in order to rebut a prima facie case of obviousness. 
If an improvement is taught in the prior art (including prior art not referenced in 
the rejection) or would have been expected (improved flame retardancy upon 
adding a flame retardant additive) it will not rebut a prima facie case of 
obviousness. In the instant case, the improvement in surface appearance found 
by the addition of trimesic acid is known in the prior art. Takashima teaches that 
the tricarboxylic acid provides improved transparency and whitening resistance at 
moisture absorbing of films, sheets and thin-wall hollow containers without 
deteriorating their gas barrier properties [abstract]. Improved transparency and 
whitening resistance at moisture absorbing reads on "improved surface 
appearance". 
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1 1 . Furthermore, Applicants must present objective evidence to support a showing 
of unexpected results. Applicants have only presented the subjective "surface 
appearance characteristics" which are "inferior", "similar" or "better" than a control 
composition. Applicants have not even described quantitatively what good surface 
appearance should look like. Should it be glossy? Matte? Smooth? Rough? Clear? 
Colored? How can Examiner assess results that are not descriptive? Furthermore, 
Applicants must find a quantitative measurement of surface appearance such as gloss 
measurements known to those skilled in the art. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MIKE DOLLINGER whose telephone number is 
(571)270-5464. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/mmd/ 

/RANDY GULAKOWSKI/ 

Supervisory Patent Examiner, Art Unit 1796 



